
CANNABIS TRADEMARK PROSECUTION
Ryan Gile // November 12, 2020



The Basics
How did we get here?

• 2018 Farm Bill legalizes some industrial production 
of hemp, removes its Schedule I controlled 
substance designation:

• “hemp” = from cannabis, but less than 0.3% THC 
[the active ingredient that gets people high]

• “hemp” ≠ marijuana

• Opens the door to cannabidiol (CBD) trademark 
applications, which had traditionally been 
precluded by the Controlled Substances Act (CSA).

• Effective December 20, 2018 



The USPTO’s Response

• “Examination of Marks for Cannabis and Cannabis-Related Goods and Services after Enactment 
of the 2018 Farm Bill”

• “If an applicant’s goods are derived from ‘hemp’ as defined in the 2018 Farm Bill, the 
identification of goods must specify that they contain less than 0.3% THC.”

• Separate issue: Federal Food Drug and Cosmetic Act (FDCA), which prohibits using “substance 
undergoing clinical investigations” (e.g., CBD) in food or supplements 

• Applications filed before December 20, 2018 get to amend to December 20, 2018

• Applicants cultivating cannabis “will be required to provide additional statements for the 
record to confirm that their activities meet the requirements of the 2018 Farm Bill.”

Examination Guide 1-19 (May 2, 2019)



And since then?
Thousands of new CBD applications!

• Over 6,700 apps since December 2018

• but only 470 registrations issued as of 
October 30, 2020—and some of those 
would have already been legal

• rate: about 50 applications per successful 
registration!

• (overall USPTO rate is about 2 apps per 
successful registration)

• So despite the 2018 Farm Bill, registering 
CBD trademarks remains very difficult.



What’s getting through?



The first!



(This is the first 
one I worked on)



Cosmetics 
(003), 252

Pharma (005), 
62

Tobacco 
(034), 69

Business 
Services 
(035), 55

470 total registrations
as of October 30, 2020

Classes 1, 4, 9, 11, 16, 20, 21, 22, 24, 25, 26, 29, 30, 
31, 32, 36, 37, 39, 40, 41, 42, 43 and 44 each have 
between one and twenty registrations. The other 
classes don’t have any (yet).











How long does this take?

At least 6 months, but generally 12+

• Some successful registrations move 
through at normal speed w/o issues:

• e.g., Class 3 app for UNICORN CBD 
(6141980): applied in March, published 
in June, registered in September

• But many others end up stuck for a long 
time without explanation —> 

• Trademark office recently claimed typical 
processing time is 12 months

Serial No. 88366632



How exactly do we identify CBD-related goods?

• USPTO (May 2019 Examination Guide): “the applicant will also be required to amend the 
identification of goods to specify that the CBD or cannabis products contain less than 0.3% THC”

• Sample IDs from recent registrations: “{ X } containing . . .”

• “CBD oil derived from cannabis with a delta-9 THC concentration of not more than 0.3% on a dry 
weight basis”

• “CBD solely derived from hemp containing no more than .3% THC on a dry weight basis”

• “cannabidiol derived from industrial hemp containing no more than a delta-9 THC concentration of 
more than .3% on a dry weight basis”

• “CBD derived from hemp with 0.3% or less THC content on a dry weight basis”

• Office has said there are standardized IDs coming, but we haven’t seen those yet.





…a few apps still make it through w/o that language.
anomalous for this to register?



What about “only naturally occurring CBD”?

• Back before the 2018 Farm Bill, the Drug Enforcement Administration (DEA) attempted to 
define “marihuana” in its new Drug Code 7350.

• This caused some confusion, and the DEA later issued a clarification saying that certain 
products with only “trace amounts of cannabinoids” might be ok.

• Applicants started using the “trace amounts” or “only naturally occurring” language around 
that time to try to navigate around Controlled Substances Act (CSA) refusals. 

Could that work for Food, Drug, and Cosmetic Act (FDCA) refusals too?

• Less common now, but still appears in registrations periodically:









Side note: how does priority work?

• 729 CBD apps “filed on" December 20, 2018

• (most were filed earlier, then amended after the 
2018 Farm Bill passed)

• If those filing dates are all the same, who has priority 
for likelihood of confusion purposes?

• Per USPTO, it’s the lowest serial number.

• So earlier filers like ANANDA HEMP (87561059) from 
August 2017 have the upper-hand on priority. 
They’ve stayed plenty busy with other issues, though 
—>



What’s not getting through?



Edible/Ingestible Products

Very difficult, given the FDCA

• Federal Food Drug and Cosmetic Act 
(FDCA) requires rejection of 
food/beverage/drugs apps

• The USPTO issues these rejections even 
when the THC content of the product is 
below 0.3%



Here’s language from a standard FDCA rejection:

…any potential exceptions?



In re Stanley Brothers LLC

• Recent Trademark Trial and Appeal Board rejection of FDCA counterarguments

• Serial No. 86568478 (TTAB June 16, 2020) (precedential)

• Filed as an application to register CW (word mark) in Class 1 for “plant extracts, namely, 
essential hemp oils, used in the manufacture of nutritional supplements.” USPTO pushes for 
reclassification into Class 5 and refuses registration based on the FDCA.

• TTAB affirms refusal, dismissing arguments for registration: “First, Applicant asserts that the 
2014 Farm Bill’s Industrial Hemp Provision exempts it from this portion of the FDCA. Second, 
Applicant argues that its goods do not fall within the cited prohibition because they are 
‘dietary supplements’ rather than food. Finally, Applicant argues that CBD falls within an 
FDCA exception for drugs or biological products “marketed in food . . . before any substantial 
clinical investigations involving the drug or the biological product have been instituted.” 21 
U.S.C. § 331(ll)(1). Applicant’s arguments are not well taken.”



In re NL LLC (“New Leaf”)

• Another recent Trademark Trial and Appeal Board rejection of FDCA counterarguments

• Serial No. 87864999 (TTAB Sept. 25, 2020) (not precedential)

• Application to register mark pictured below in Class 5 for “dietary and nutritional 
supplements infused with CBD hemp oil extracts derived from industrial hemp with a delta-9 
tetrahydrocannabinol (THC) concentration of not more than 0.3 percent on a dry weight 
basis; all the foregoing made in whole or in substantial part of natural ingredients.”

• Applicant attempts to argue that its use is “lawful” because it complies with Colorado law.

• TTAB: “We affirm the refusal to register because Applicant’s use of its mark on its identified 
goods is a per se violation of the federal FDCA and thus the mark is not eligible for federal 
registration.”



Seeking FDA approval is an option
…but that’s very expensive and time-intensive

• GW Pharma’s Epidiolex was the 
first FDA-approved drug 
containing CBD.

• Used to be a Schedule V drug 
until the DEA removed it from 
that list in April 2020

• Trademark registered way back 
in February 2014 without issue. 
ID refers to “medicinal plants & 
herbs.”



Another Typical Refusal for Class 5 Goods



So what else has worked?
Note that these are exceptions rather than the norm.

Remember, only ~400 applications have actually registered!



Vape liquids?

but..

Interestingly, no “0.3%” or “dry-weight basis” language!



Cosmetics without health claims?



Topical ointments?



Medicated patches?



• Tinctures are cannabis-infused alcohol drops 
usually taken under the tongue 
(“sublingually”).

• So arguably, they are not “ingested.”

• Like other forms of CBD, these can be 
medicated or non-medicated.

• What about sublingual tablets?

• Probably anomalous for these to register

Tinctures?



• Hemp seed oil contains no CBD, so it 
should generally not pose a problem—
even in Class 005.

• Pre-Farm Bill, Applicants referred to the 
“sterilized seeds and mature stalks of 
the plant.”

• Still, only a few applications have 
registered in that class.

Hemp Seed Oil?



Restaurant Services?

Interesting combination of qualifiers



Despite these difficulties,
many people still file…

• Why? Even an unsuccessful application 
potentially lets you:

• stake a claim & put common-law 
rightsholders on notice;

• keep a place in line by refiling and 
hoping for the law to change; and

• point to something in a cease & 
desist letter.





Does this have CBD 
in it or not?

website



So… is this just a plain
Rice Krispies treat?



What do you think that says?



What’s going to happen when 
renewal filings come due?

Registered marks could potentially be vulnerable if they submit renewal filings showing 
unlawful use. USPTO is “aware of” this issue.







Please feel free to reach out with any questions

Ryan Gile
GILE LAW GROUP
1180 S Town Center Dr #100
Las Vegas, NV 89144
rg@gilelawgroup.com
(702) 703-7288



Cannabis & IP Law Transactions/Prosecution
Dale Hunt / November 12, 2020



Why is the USPTO Hostile to Cannabis Trademarks ​
and Friendly to Cannabis Patents?​

• Trademark registration requires (LEGAL) use in commerce.​

• Patentability doesn’t require any use at all (legal or not):​

• New​

• Non-obvious​

• Adequately described​

• Within ‘patentable subject matter’​

https://plantlaw.com/2019/02/11/friendly-hostile/

https://plantlaw.com/2019/02/11/friendly-hostile/


What can you protect?

Compositions

MethodsMachines

Combinations
Genetics (in order 
of controversy…)

- new varieties
- use of “markers”       

for breeding
- chemotypes
- GMOs



What can you protect?



Patent Validity Problem in Cannabis

Issued Patents are Presumed Valid by the Courts

Based on assumption that USPTO did its job in examining the claims
-find closest prior art
-issue rejections based on closest prior art
-applicant overcomes, creating written record
-biotech, chemistry, (really any tech field)

rich body of patent and academic literature for prior art searches

Unique problem of Cannabis industry
-abundance of prior commercial activity
-almost no corresponding publications
-patent examiner’s prior art search not representative of real public knowledge



Cannabis & IP Law Transactions/Prosecution 

2 Federal Agencies – 3 Forms of Protection (USA)

United States Department of Agriculture (USDA)
1. Plant Variety Protection (PVP) Certificate

United States Patent & Trademark Office (USPTO)
2. Plant Patent
3. Utility Patent

Rest of World

UPOV System – like USDA PVP



Plant IP THC Level Seed Deposit Doesn’t cover

USDA PVP Below 0.3% THC Yes
Breeding

Saving seed for 
replanting

USPTO Plant 
Patent N/A No

Seeds
Breeding

Non-clonal similars

USPTO Utility 
Patent N/A Yes (or other 

biological deposit) (Flexible coverage)



When plants are the key,
unique genetics are the secret sauce.

Scalability in Plant-Based Businesses:

Create and out-license IP

Collect royalties

Buy land

Hire and manage people
OR



Proven Plant Licensing Model: 
Applied to Cannabis for the First Time

2010: Family Farm, Breeding & Plant Production
~$10M annual revenues

Commitment to scalability through IP and global licensing

2020: Breeding & Plant Production + IP Licensing
~$200M annual revenues
licensing $$ > production $$



Keys for good licensing
1. Don’t get stuck in a document too soon

importance of term sheets
2. Negotiate the intent and the goals, then the wording
3. Plant-specific – address:

test-growing & data sharing
propagation
breeding
ownership of new developments
destruction or return of all living material upon termination

4. What about where there’s no IP available?



Ethical issues
Is it wrong to patent a plant?

What about landraces?

Does patent plants limit access to plant 
medicines?



THANK YOU
Dale C. Hunt, PhD, JD 
dhunt@pnplf.com


	Ryan Gile - CBD Trademarks Presentation -FINAL
	Slide Number 1
	The Basics
	The USPTO’s Response
	And since then?
	Slide Number 5
	Slide Number 6
	Slide Number 7
	470 total registrations
	Slide Number 9
	Slide Number 10
	Slide Number 11
	Slide Number 12
	How long does this take?
	How exactly do we identify CBD-related goods?
	Slide Number 15
	…a few apps still make it through w/o that language.
	What about “only naturally occurring CBD”?
	Slide Number 18
	Slide Number 19
	Slide Number 20
	Side note: how does priority work?
	Slide Number 22
	Edible/Ingestible Products
	Here’s language from a standard FDCA rejection:
	In re Stanley Brothers LLC
	In re NL LLC (“New Leaf”)
	Seeking FDA approval is an option
	Another Typical Refusal for Class 5 Goods
	Slide Number 29
	Vape liquids?
	Cosmetics without health claims?
	Topical ointments?
	Medicated patches?
	Tinctures?
	Slide Number 35
	Restaurant Services?
	Despite these difficulties,
	Slide Number 38
	Slide Number 39
	Slide Number 40
	Slide Number 41
	Slide Number 42
	Slide Number 43
	Slide Number 44
	Slide Number 45

	HUNT-SIP Slides-Cannabis Patents
	Slide Number 1
	Why is the USPTO Hostile to Cannabis Trademarks ​�and Friendly to Cannabis Patents?​�
	What can you protect?
	What can you protect?
	Patent Validity Problem in Cannabis
	Cannabis & IP Law Transactions/Prosecution 
	Slide Number 7
	When plants are the key,�unique genetics are the secret sauce.
	Proven Plant Licensing Model: �Applied to Cannabis for the First Time
	Keys for good licensing
	Ethical issues
	Slide Number 12


